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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Seni or Admi nistrative Patent Judge and FRANKFORT,
Admi ni strative Patent Judge.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe Exam ner’s

rejection of clainms 1-59 and 62. |In the Exam ner’s Answer,
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mai | ed Novenber

20, 1996, Paper No. 21, the exam ner withdrew rejections of
clainms 9, 10, 12, 13, 17-19, 21-24, 35, 36, 39-43, 45, 55 and
56 under 35 U.S.C. § 103 and indicated that such clains
contain all owabl e subject matter. In addition, the exam ner
has provided new grounds of rejection to clains 9 and 44
under 35 U.S.C. § 112 and cl ains 46-51 under 35 U . S.C. § 103.
Appel | ants amended clains 8, 10, 12, 17, 18, 35, 44 and 55 to
overconme anbiguities and to wite the clains in independent
formin the Reply Brief, received on January 21, 1997, Paper
No. 23. The Exam ner summarized the status of the clains in
t he Suppl enental Examiner’s Answer, mailed April 23, 1997,
Paper No. 24. dainms 8-10, 12, 13, 17-19, 21-24, 35, 36, 39-
45, 55 and 56 are indicated as being all owabl e over the prior
art. Therefore, the Appeal of those clains is hereby
dismssed. Cdains 1-7, 11, 14-16, 20, 25-34, 37, 38, 46-54,
57-59 and 62 remain rejected and are the clainms before us on

appeal. dainms 60 and 61 have been cancel ed.

Appel lants’ invention relates to a head nounted displ ay
systemthat is nodul ar such that various conponents of the
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system are renovably nounted and/or adjustably nounted on a
frame that is supported on a user’s head so that the head
nmount ed di spl ay system can acconmpdate different users and

conmponent s of

different configurations. Representative claim1l is set forth

bel ow.

1. A head nount ed di splay system conpri sing:

a display that receives displayed information

a reflector that receives displayed information to all ow
a user to view the displayed information by view ng the
refl ector;

a frame for supporting the display and the reflector on a
user’s head; and

an optical path adjusting systemfor allow ng an optical
path defined by the relative position of the reflector, the
di splay and an eye of the user to be adjusted relative to at
| east two axes of the head nounted display system

The prior art of record relied upon by the exam ner as

evi dence of obvi ousness are:

Fl ader et al. (Flader) 4,280, 758 Jul . 28,
1981
Weyer 4,902, 120 Feb. 20,
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1990
Landi s 4,945, 573 Aug.
1990
Kamaya et al. (Kamaya) 5,106, 179 Apr. 21

1992

Furness et al. (Furness) 5,162, 828 Nov.

10, 1992

Clains 1-5, 25-34, 37 and 38 stand rejected under 35
U S.C. 8 103 as bei ng unpatentabl e over Furness.

Clains 6, 7, 11, 14-16 and 20 stand rejected under 35
U S.C. 8 103 as being unpatentable over Furness in view of
Fl ader.

Clainms 46 and 49-51 stand rejected under 35 U.S.C. § 103
as being unpatentable over Furness in view of Kamaya.

Clainms 47 and 48 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Furness in view of Kamaya as applied
to clainms 46 and 49-51 and further in view of Wyer.

Clains 52-54 and 57-59 stand rejected under 35 U S.C. §
103 as bei ng unpat entabl e over Furness in view of Landis.

Claim 62 stands rejected under 35 U.S.C. § 103 as being
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unpat ent abl e over Furness in view of Landis and Fl ader.

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appellants
regarding the rejections, we nake reference to the final
rejection (Paper No. 15, nmailed March 21, 1995), the
exam ner’ s answer (Paper No. 21, nmiled Novenmber 20, 1996) and
suppl enental answer (Paper No. 24, mailed April 23, 1997) for
the reasoning in support of the rejections, and to appellants’
brief (Paper No. 20, filed March 4, 1996) and Reply Brief
(Paper No. 23, filed January 21, 1997) for the argunents

t her eagai nst .

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
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exam ner .

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner
bears the initial burden of presenting a prima facie case of

obvi ousness (see In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993); In re Cetiker, 977 F.2d 1443,

1446, 24 USPQR2d 1443, 1445 (Fed. Cir. 1992)), which is
est abl i shed when the teachings of the prior art itself would
appear to have suggested the clainmed subject matter to one of

ordinary skill in the art (see In re Bell, 991 F.2d 781, 783,

26 USP2d 1529, 1531 (Fed. Gr. 1993)). The concl usion that
the clained subject matter is prima facie obvious nust be
supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of
ordinary skill in the art that woul d have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive
at the clained invention.

See In re Fine, 837 F.2d 1071, 1074, 5 USPQ@2d 1596, 1598

(Fed. GCr. 1988).

Wth this as our background, we turn to the examner’s
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rejection of clains 1-5 under 35 U.S.C. 8 103 as being

unpat ent abl e over Furness al one.

Before turning to our evaluation of the Furness patent,
we | ook to the | anguage of claim1 on appeal to derive an
under st andi ng of the scope and content of the claim Since we
do not consider the eye of the user to be part of the optical
path, we are interpreting the claimlanguage in claim1, |ines
7-9, “an optical path adjusting systemfor allow ng an opti cal
path defined by the relative position of the reflector, the
di splay and an eye of the user to be adjusted” as being an
optical path adjusting systemfor adjusting the position of
the reflector and/or display so as to adjust the optical path
relative to the eye of a user. This construction of the claim
| anguage is consistent with appellants’ specification and
drawi ngs. The adjustnent relative to “at | east two axes” set
forth in claimlis interpreted as being an adjustnent
relative to a horizontal and vertical axis of the head
nmount ed di spl ay.

Wth the above understandi ng of the netes and bounds of
the clained subject matter, it is our opinion that the
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di scl osure of Furness fails to teach or suggest an optical
pat h adj usting systemthat is capable of being adjusted
relative to “at | east two axes of the head nounted displ ay
system” The exam ner reads the “at |east two axes of the
head nount ed di splay system” in view of Furness, to be an
axis for rotating and adjusting the position of a reflector
(e.g., 120 in Furness Figures 18 and 19) and the adjusting by
t he user of the head nounted display system up and down
slightly along the face of the user so that a best wearing
position can be obtained. It is our opinion that while
rotating the reflector adjusts the optical path relative to
one axis of the head nounted display system the adjusting of
t he whol e head nmount ed di splay system by the user up and down
on the user’s nose cannot be understood to be part of an
“optical path adjusting systeni as set forth in claim1 on
appeal. The examner is not at |liberty to read a human bei ng,
(i.e., the user) as a part of the systemset forth in

appellants’ claiml1l. See, for exanple, In re Bernhart, 417

F.2d 1395, 1399, 163 USPQ 611, 615 (CCPA 1969). Therefore, we
agree with appellants that Furness does not disclose a single
enbodi ment i ncluding an optical path adjusting systemfor
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allow ng the optical path to be adjusted relative to at | east

two axes of the head nounted display system

In light of the foregoing, we will not sustain the
standing rejection under 35 U.S.C. 8§ 103 of claim1 and clains

2-5 which depend therefrom

Next we turn to the examiner’s rejection of claim®6 under
35 U.S.C. §8 103 as being unpatentabl e over Furness as applied
to clainms 1-5 and further in view of Flader. Caim6 requires
that the optical path adjusting systemin claim1l include a
nosepi ece that is adjustably nounted relative to said frane.
Fur ness does not disclose an adjustabl e nosepi ece. However,
Fl ader teaches an adj ustabl e nosepi ece (32) nounted to a frane
(12) of bifocal glasses to adjust the relative position of the
| oner portions (28) of the lenses (26) relative to the eyes of
the user. As urged by appellants in the appeal brief on pages
14-15, Fl ader teaches a specific purpose for the adjustable
nosepi ece (32) in colum 1, lines 20-21. The adjustable
nosepi ece (32) is to allow a user to adjust the position of
the lower portion (28) of the bifocal lenses (26) to allow a
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user to read at or above eye |evel w thout renoving his

gl asses or tilting his head back. The purpose of the

adj ust abl e nosepi ece (32) of Flader, to allow a user to read
at or above eye level, is not relevant to the display system
or Furness. Accordingly we see no reasonabl e teaching or
notivation for inporting the adjustabl e nosepiece of Flader

into the head nounted display of Furness.

Appel l ants further argue that the exam ner is apparently
enpl oyi ng i nproper hindsi ght analysis that uses appellants’
clainms as an instruction manual to piece together disparate
teachings of the prior art (brief, page 15), because there is
nothing in Furness or Flader to suggest the conbination of

their teachings. See In re Fritch 972 F.2d 1260, 1266, 23

UsP2d 1780, 1783 (Fed. Cir. 1992). In appellants' opinion,
Furness teaches positioning the mrror in the peripheral
field of view, while Flader teaches an adj ustabl e nosepi ece to
nove the | enses out of the peripheral field of view and into
the user's main field of view W agree with the appellants.
The conbi nati on of Flader and Furness could only be nade using
i nproper hindsi ght reconstruction.

10
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In light of the foregoing, we will not sustain the

standing rejection under 35 U S.C. 8§ 103 of claim®6.

Next we | ook to the examiner’s rejection of claim7 and
clains 11, 14-16 and 20 which depend therefromunder 35 U S. C
§ 103 as bei ng unpatentabl e over Furness in view of Flader.

We are interpreting the recitations in claim?7, lines 7-11, “a
nose pi ece novably nmounted relative to said frane nenber

to adjust an optical path defined by the relative position[s]
of the display, reflector and the user’s eye” to be a nose

pi ece novably nounted relative to said frane nenber . . . to
adj ust the position of the reflector and/or the display to
change the optical path relative to the eye of the user. As
set forth by the exam ner, Furness does not disclose an

adj ust abl e nosepi ece. Fl ader teaches an adj ustabl e nosepi ece
(32) nounted to a frame (12) of bifocal glasses to adjust the
relative position of the |ower portions (28) of the | enses
(26) relative to the eyes of the user to allow the user to
read at or above eye level. As set forth above, the purpose
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of the adjustnent of the lens’ position of Flader relative to
the eyes of the user is not relevant to the head nounted

di spl ay system di scl osed by Furness. Further, Flader and
Furness do not provide any notivation to conbine the

adj ust abl e nosepi ece of Flader and the head nounted displ ay

system of Furness, as set forth above.

In light of the foregoing, we will not sustain the
standing rejection under 35 U.S.C. 8§ 103 of claim7 and clains

11, 14-16 and 20 which depend therefrom

Wth respect to the exam ner’s rejection of independent
claim 25 and cl ai ns 26-28 which depend therefrom under 35
U S.C. 8 103 as bei ng unpatentable over Furness, we observe
that claim?25 requires a display, a reflector and a frame for
supporting the display and reflector wherein said franme
i ncludes a longitudinally extending recess di sposed between an
i nner and outer edge of the frane nmenber for receiving an
upper edge of a frane of a pair of glasses. As can be seen
best in appellants' Figure 4 and as expl ai ned on page 13 of

the specification, the | ens holder 16 includes a recess 112

12
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t hat extends substantially the length of a front portion of
the Il ens holder so as to be able to receive therein the upper
edge of the franme of a pair of conventional glasses when the

nose piece (24) is renoved.

We note the exam ner’s position that Furness discloses
ski goggles in Figures 3-4 that include a frane for nounting a
display and a reflector. The exam ner further notes that
conventional ski goggles can be used over a pair of
conventional glasses and therefor conventional goggles include
a longitudinally extending recess for receiving an upper edge
of the frame of conventional glasses frane. What the exam ner
finds lacking in Furness is the teaching of using the
conventional goggles over a pair of glasses to thereby receive
the glasses in the recess. Wile the structure of the
“recess” is defined by the imtation of “for receiving an
upper edge of a frame of a pair of glasses,” claim25 on
appeal does not require a frane of a pair of glasses: only a
recess for receiving the glasses is required. W understand
the recess in the goggles of Furness to be defined by the

13
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frame (29) and to be | ocated between the transparency (30) and
the user’s face, wherein the recess is capable of receiving
| enses and the entire franme of glasses worn by the user,

i ncl udi ng an upper edge of a frame of the gl asses.

Accordingly we will sustain the exam ner’s rejection of
claim25 under 35 U.S.C. 8 103. In reaching our concl usion,
we have carefully reviewed the conpl ete disclosure of Furness
and we find that the subject matter set forth in claim?25
| acks novelty with regard to the head nounted di spl ace system
shown in Figures 3-4 and 7-9 of Furness. Figures 3-4 and 7-9
clearly show a “recess” |arge enough for receiving the
entirety of a frame of a pair of glasses. Gven this teaching
in Furness, we sustain the rejection of claim25 under 35

US C § 103. See In re Fracalossi, 681 F.2d 792, 794, 215

USPQ 569, 571 (CCPA 1982); |In re May, 574 F.2d 1082, 1089,

197 USPQ 601, 607 (CCPA 1978), In re Pearson, 494 F.2d 1399,

1402, 181 USPQ 641, 644 (CCPA 1974).

We al so shall sustain the standing 35 U.S.C. § 103

14
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rejection of dependent clains 26-28 since the appellants have
not challenged the rejection of said clains with any
reasonabl e specificity, thereby allow ng these clains to stand

or fall with parent claim?25 (see In re N elson, 816 F.2d

1567, 1572, 2 USPQRd 1525, 1528 (Fed. Gir. 1987)).

Now we | ook at the examiner’s rejection of independent
clainms 29 and 33 and clains 30-32, 34 and 37-38 which depend
therefromunder 35 U . S.C. § 103 as bei ng unpatentabl e over
Furness. | ndependent clains 29 and 33 require a head nounted
di splay systemincluding a display, a frane, and a “neans for
collimating light to project an enlarged i mage” (claim 29) or
a “reflector for projecting an enlarged i mage” (claim 33),
wherein the “neans for collimating light” and the “reflector”
are renovably nounted on said franme independently of said
di splay. W note the examner’s position that the mrror
(120) of Furness (Figure 19) is nmounted on a shaft to allow
for pivoting novenent and includes a set screw (130) for
firmy maintaining the position of the mrror (120) after it
has been adjusted to accommodate a given user, see Col. 9,
lines 13-18. Appellants argue that Furness does not teach the

15



Appeal No. 1997-3823
Appl i cation No. 08/320, 782

mrror being renovable. After careful consideration of
Furness, we agree with appellants that Furness does not teach
removably mounting the mrror (120) to the frame. Furness
only discloses that the mrror (120) is nounted on a shaft for
pi votal novenent and that the mrror can be secured in an

adj ust abl e position. There is nothing in Furness that woul d
teach or suggest to one of ordinary skill in the art that the

mrror (120) is, or can be, renovably nounted on the frane.

In light of the foregoing, we will not sustain the
standing 35 U.S.C. 8 103 rejection of clains 29 and 33, and

clainms 30-32, 34, and 37-38 which depend therefrom

In review ng clains 46-51 on appeal, we consider that the
clains as drafted are inaccurate and indefinite in that we
have no clear direction fromappellants as to exactly what
structure is being clained in i ndependent claim46 on appeal
by the phrase “said earphone coupled to said frame through a
wire.” Note, the disclosed earphones (38, 39) seen in
appellants’ Figure 1 are nounted on the right and left tenples
(20, 21) and that the wire (41) appears to nerely electrically

16
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attach or connect the earphones (38, 39) to the frame (12).
However, the | anguage of claim 46 appears to specifically
require that the wire actually serves to couple or nount the
earphone to the frame, a situation which is at odds with

appel l ants’ di scl osure.

Under the provisions of 37 CFR 8 196(b), we enter the
foll ow ng new ground of rejection against appellants’ claim46

t hrough 51:

Clains 46-51 are rejected under 35 U S.C. § 112, second
par agr aph, for the reasons expl ained above, as being
indefinite for failing to particularly point out and
distinctly claimthat which appellants regard as their

i nventi on.

Regardi ng the exam ner’s rejection of appeal ed cl ains 46-
51 under 35 U.S.C. 8§ 103, we enphasize again that for reasons
stated supra as part of our new ground of rejection under 35
U S C
8 112, second paragraph, these clainms contain unclear |anguage
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whi ch renders the subject matter thereof indefinite.
Accordingly we find that it is not possible to apply the prior
art relied upon by the exam ner to these clainms in deciding

t he question of obviousness under 35 U S.C. 8§ 103 wi thout
resorting to considerabl e specul ation and conjecture as to the
meani ng of the | anguage “sai d earphone coupled to said frane
through a wire” in the clains. This being the case, we are
constrained to reverse the examner’s rejection of clains 46

t hrough 51 under

35 US.C 8103 inlight of the holding in In re Steele, 305

F.2d 859, 862-63, 134 USPQ 292, 295 (CCPA 1962). W hasten to
add that this reversal of the examner’s rejection is not
based on the nmerits of the rejection, but on technical grounds

relating to the indefiniteness of the appeal ed cl ai ns.

We next review the exam ner’s rejection of independent
clains 52 and 57 and clains 53-54 and 58-59 which depend
therefromunder 35 U . S.C. 8 103 as bei ng unpatentabl e over
Furness in view of Landis. |ndependent clains 52 and 57
require a head nounted display system conprising a display,
optics for collimating light, at |east one transparency, and a
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frame for supporting said display, optics and said at |east
one transparency, wherein the at | east one transparency is
removably mounted on the frame and the optics are renovably
nmounted on the at | east one transparency. W note the

exam ner’s position that the mrror or optics (120) of Furness
is nounted on a shaft to allow for pivoting novenent and set
in place with a set screw (130) see Col. 9, lines 13-18, and
therefore that the mirror or optics (120) is renovably

mount ed. Appel l ants argue that Furness does not teach the
mrror being renmovable. As we indicated above, in our
treatment of independent clains 29 and 33, after careful

consi deration of Furness, we agree with appellants that

Fur ness does not teach renovably nounting the mrror or optics
(120) to the transparency (126). Furness only discloses that
the mrror (120) is nmounted on a shaft for pivotal novenent
and that the mrror can be secured in an adjustable position.
There is nothing in Furness that teaches or suggests to one of
ordinary skill in the art that the mrror (120) is, or can be,
renmovably nounted on the frane. Moreover, we note that Landis
teaches a frame (16) and a renovabl e transparency (26), but

also fails to teach the renovably nounted optics required by
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clainms 52 and 57.

In light of the foregoing, we will not sustain the
standing 35 U.S.C. 8 103 rejection of clainms 52 and 57, and

claims 53-54 and 58-59 which depend therefrom

We now consi der the examner’'s rejection of independent
claim 62 under 35 U S.C. § 103 as bei ng unpat ent abl e over
Furness in view of Landis and Fl ader. |ndependent claim62
requi res a head nounted di splay system conprising a display,
optics for collimating light, at |east one transparency, a
frame for supporting said display, optics and said at | east
one transparency, and a renovabl e nose piece, wherein the at
| east one transparency is renovably nounted on the franme and
the optics are renovably nmounted on the at |east one
transparency. W again note the exam ner’s position as set
forth above that the mrror or optics (120) of Furness is
removably mounted. As pointed out above, we agree with
appel l ants that Furness does not teach renovably nounting the
mrror or optics (120) to the transparency (126). W also
again note that while Landis teaches a franme (16) and a
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removabl e transparency (26), it fails to teach the renovably
nmount ed optics required by claim®62. Flader teaches a
renovabl e nose piece for bifocal glasses and likewse fails to

teach optics that are renovably nounted on a transparency.

In light of the foregoing, we will not sustain the

standing 35 U S.C. § 103 rejection of claim®62.

In summary, the decision of the examner to reject clains
1-7, 11, 14-16, 20, 29-34, 37, 38, 46-54, 57-59 and 62 under
35 U S.C. 8 103 is reversed. The decision of the exam ner to
reject clains 25-28 under 35 U.S.C. 8 103 is affirnmed. W
have al so presented new grounds of rejection pursuant to 37
CFR
8 196(b) of clains 46-51 under 35 U.S.C. § 112, second

par agr aph.

In addition to affirm ng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1.196(b). 37 CFR 8 1.196(b)
provides that “[a] new ground of rejection shall not be
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considered final for purposes of judicial review’

Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:

(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
ori gi nal deci sion.

37 CFR 8§ 1.196(b) also provides that appellants, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the following two options with respect to the new ground of
rejection to avoid termnation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the clains
so rejected or a showng of facts relating to the
clainms so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under

§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record. :

Shoul d appellants elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in order to

preserve the right to seek review under 35 U S.C. 88 141 or
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145 with respect to the affirnmed rejection, the effective date
of the affirmance is deferred until conclusion of the
prosecution before the exam ner unless, as a nere incident to

the limted prosecution, the affirnmed rejection is overcone.

| f appellants el ect prosecution before the exam ner and
this does not result in allowance of the application,
abandonnment or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinmely request

for rehearing thereof.

No tinme period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR 8§

1.136(a).

AFFI RVED- | N- PART: 37 CFR 8 1.196(b)

BRUCE H. STONER, JR. )
Chi ef Adm nistrative Patent Judge )

)
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